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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

Anerica Online, Inc. has filed an application to
regi ster the designation "AOL" as a trademark for "publications,
nanel y[,] books and panphlets dealing with the subject of
conput er services and conputer networks."’

Regi stration has been finally refused under Sections 1,
2 and 45 of the Trademark Act, 15 U.S.C. 881051, 1052 and 1127,

on the basis that, as used by applicant (hereinafter sometimes

' Ser. No. 74/724,879, filed on Septenber 5, 1995, which alleges dates
of first use of Cctober 1989.



Ser. No. 74/724,879

referred to as "AOL") in the specinmens of record, the designation
does not function as a trademark to identify and di stinguish
books and panphlets dealing with the subject of conputer services
and conputer networks, and that therefore substitute, properly
verified speci mens showi ng use of "AOL" as a trademark for such
goods is required. On the same statutory basis, registration has
al so been finally refused on the ground that the designation
"AOL" is "[part of] the title of a single creative work" and,
"[a]s such, the proposed mark defines a distinct genus of goods
and does not indicate the source of the goods."

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusals to
regi ster.

Applicant, notably w thout any evidentiary support,
argues that:

AOL is a conpany offering a wi de array
of related goods and services, including the
wel I known AQL conputer network service. The
AOL service provides not only access to the
Internet and rel ated products, but a host of
proprietary informati on and docunents that
are only available to AOL subscribers. 1In
addition, there have been various printed
wor ks sol d that contain the mark AOL, such as
t he specinmen submtted with the application.
However, nost of the publications nmade
avai l abl e to ACL subscribers would be
requested and delivered electronically in
connection with the AOL service. Because of
the electronic nature of the service and the
enormous and constantly changi ng cont ent
avai l abl e to subscribers, it is virtually
i npossi ble to go back before the filing date
of the present application and show t hrough
printed docunentati on how AOL was using its
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mark AOL in connection with such el ectronic
publ i cati ons.

Today there are various books sol d under
the AOCL mark. 1In addition to the ACL tour
guide for [Windows that was subnmitted as the
speci nen, there is an AOL tour guide for MAC
users, an AOL tour guide for DOS, and an ACQL
tour guide for Wndows 95. There also is an
AOL Keywords publication, an AOL ganes guide
and various other printed on paper
publ i cati ons.

In the m nds of consuners, the fanobus
mark ACL is identified as an indicator of the
source of the paper publications as well as
the el ectronic publications when that mark
appears on such goods.
Applicant, in view thereof, further contends that in
the phrase "The O ficial AOL for Wndows Tour Cuide," which is

shown on the speci nens next to what appears to be the page

designation "viii" followed by what seens to be a portion of a
tabl e of contents, it is the designation "AOL" which "would be

vi ewed by consuners to fulfill the source identifying function of
a mark." Specifically, applicant naintains that:

The ot her words surrounding the mark ACL such
as "the official"™ and "for Wndows tour
guide"” ... [do] not create a situation in

whi ch the famobus nmark ACL ... [does] not
function as a mark on its own for the
publication. |ndeed, the other words nerely
descri be the nature of the goods, nanely,

that it is an official publication and that
it is a tour guide for those using W ndows
sof t war e.

Applicant accordingly insists that the designation "AOL" fornms "a
separate and distinct commercial inpression” apart fromthe other
wording with which it is used and that, therefore, it functions
as a trademark for applicant’s publications and substitute

speci nens are not necessary. Mreover, as to the refusal that
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the designation "ACQL" is part of the title of a single creative
wor k, " applicant urges--again wthout any evidentiary support--
that "[t]he mark is used on a variety of goods and services and
is not a single title."

The Exami ning Attorney, on the other hand, asserts that

(italics and underlining in original):

[ Pursuant to Trademark Rule] 2.51, the
mark in the drawi ng nust be a substantially
exact representation of the mark as actually
used. .... This requirenent has been
interpreted to require that, if [an]
applicant seeks to register only a single
el enent of a conposite nark used on the
speci nens, this single el enment nmust present
an i ndependent commercial inpression,
separate and distinct fromthe overal
comerci al inpression created by the
conposite designation actually used on the
speci nens. See: In re Chem cal Dynam cs
Inc., 5 USPQ2d 1828 (Fed. Cir. 1988); In re
Raychem Corp., 12 USPQ@d 1399 (TTAB 1989).

In the instant case, the mark presented
for registration is the letter conbination
"AOL." The mark actually used, as indicated
by the specinens[,] is "THE OFFI Cl AL AOL FOR
W NDOW5 TOUR GUIDE." Applicant has asserted,
based on its overall context of use of the
term"ACL" as a corporate trademark/ -
servi cemar k/ housemark, that this designation
does create a separate conmercial inpression,
distinct fromthe overall designation "THE
OFFI CI AL AOL FOR W NDOWs TOUR GUIDE." This
argunent i s considered specious. The actual
evi dence presented by the applicant as to
overall usage of "AOL" relates entirely to
conput er software and network services. No
evidence as to the use of "AOL" with respect
to other publications was submtted.

It is the undersigned s position that,
contrary to applicant’s position, the nost
i kely perception of the overall designation
"THE OFFI Cl AL AOL FOR W NDOA5 TOUR GUIDE, " as
applied to a publication, is that the
publication is "THE OFFI Cl AL TOUR GUI DE"
pertaining to applicant’s "AOL FOR W NDOAS"
conmput er network service. To the extent that
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"ACL" creates any separate conmercia

i npression, this inpression, and the
acconpanyi ng source identification, is deened
i kely, based on the purchasing public’s
strong famliarity with "ACL" as a source of
conput er network services, to pertain solely
to applicant’s "AOL FOR W NDOA5" conputer
network service. Wth respect to the printed
publ i cati on, however, prospective purchasers
are deened likely to assune that "TOURGU DE"
[sic] merely addresses "AOL FOR W NDOAS" as
content or subject matter. They are not
considered likely to further assume that the
publication itself necessarily emanates from
the applicant. |In fact, given the w de

avai lability of conmputer-related self-help
publications, froma w de variety of sources,
a conclusion that consuners will identify
applicant as the source of the publications
at issue is dubious, at best.

Since the only acceptabl e speci nens of

actual use submtted by applicant show only

the unitary title "THE OFFI CI AL AOL FOR

W NDOW5 TOUR GUI DE, " and since the proposed

mark "AOL" represents an integral portion of

that title which does not create a separate

and distinct overall conmercial inpression,

t he speci nens are unacceptable as failing to

i ndi cate actual trademark use of the

designation "AOL" on the goods identified in

t he application.

As to the other ground for refusal, the Exam ning
Attorney argues that, "even if the designation "ACQL' is
recogni zed as having a separate comercial inpression, the
proposed nmark defines a distinct genus of goods and does not
i ndicate the source of the goods"” since it is part of the title
of a single creative work. Citing In re Cooper, 254 F.2d 611,
117 USPQ 396 (CCPA 1958), cert. denied, 358 U S. 840, 119 USPQ
501 (1958) and In re Scholastic Inc., 223 USPQ 431 (TTAB 1984),
the Exam ning Attorney notes that "[a]lthough applicant did
provi de sonme evi dence of use of the designation AOL" in

connection with electronic publications, none of the evidence
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pertained to printed matter."™ In particular, the Exam ning
Attorney observes that there is no evidence supporting
applicant’s contention that there are currently various printed
books bei ng sold under the mark "ACL".

As to the first basis for refusal, we agree with the
Exam ning Attorney that, as used in the specinens, the
designation "AOL" fails to project a separate and distinct
comercial inpression in relation to the other words w th which
it appears in the phrase "The Oficial AOL for Wndows Tour
Gui de". Even assunming, as the Exam ning Attorney concedes, that
t he purchasing public for applicant’s books and panphl ets dealing
with the subject of conputer services and conputer networks has a
"strong famliarity with *AOL’ as a source of conmputer network
services," such famliarity does not necessarily extend to the
use of "AQOL" in connection with printed publications generally or
even to printed books and panphlets dealing with the subject of
conput er services and conputer networKks.

More significantly, however, we find that the words
whi ch appear with the designation "ACQL" in the phrase "The
Oficial AOL for Wndows Tour CGuide" to be suggestive rather than
descriptive of applicant’s goods and thus the purchasing public
woul d not discount themand rely on the designation "AOL" al one
as a source indicator. Furthernore, it is not even clear
whet her, as used on the specinens, the designation "ACL" or the
phrase in which it appears woul d nake any ki nd of commerci al
| mpressi on upon consumners or prospective buyers in that they

woul d be exposed thereto when purchasing applicant’s goods. The
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speci nens plainly are not the cover or title page of a book or
panphl et. Instead, the specinens appear to be the eighth page of
a table of contents which bears the heading or title of "The
Oficial AOL for Wndows Tour Guide." Gven the unitary nature
of such caption, it is apparent that the designation "ACOL" does
not project a separate and distinct comrercial inpression from
the overall phrase in which it is actually used and thus does not
function as a trademark for applicant’s goods. The refusal to
register is therefore well taken and the requirenent for
substitute, properly verified specinmens showi ng use of "ACOL" as a
trademark for applicant’s books and panphlets is proper.

Turning to the other basis for refusal, we concur with
the Exami ning Attorney that, at best, the designation "AO.," as
used in phrase "The O ficial AOL for Wndows Tour Guide," would
be regarded by the purchasing public as part of the title of a
single work rather than as a source designator of a series of
books and panphlets. Conpare In re Cooper, supra, and In re

Schol astic Inc., supra, with In re Scholastic Inc., 23 USPQd

1774 (TTAB 1992). Applicant’s nere argunent that it presently is
selling "various books ... under the AOL mark," such as "an ACL
tour guide for MAC users, an AOL tour guide for DOS, and an AQL
tour guide for Wndows 95," as well as "an AOL Keywords
publication, an ACL ganes gui de and various other printed on

paper publications,” sinply is not evidence that the designation
"AOL" is actually used in such a manner that it functions as an
i ndication of source for a series of books and panphlets on the

subj ect of conputer services and conputer networks. Absent such
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proof, the designation "ACOL" is nerely part of the title of a
single publication and, accordingly, the refusal to register is
wel | taken.

Decision: The refusals to register are affirned.

E. J. Seeher man

G D. Hohein

C. E Wilters
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



